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Art Unit: 3676 

DETAILED ACTION 

Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-16 and 18, drawn to a seal. 

Group II, claim(s) 17 and 19, drawn to a method of producing a seal. 

The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: Nolte (US Patent No. 
1,356,393) discloses at least the invention of claims 1 , 14, 16, and 18. 

During a telephone conversation with Michael Eisenberg on 6/4/09 a provisional 
election was made without traverse to prosecute the invention of group I, claims 1-6 and 
18. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 17 and 19 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 
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In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 

Drawings 

2. The drawings are objected to because of the attached PTO-948. Corrected 
drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
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canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121 (d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "further aperture" 
of claim 1 2 and the connection means being a hollow tube of claim 1 3 must be shown 
or the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
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consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

4. The disclosure is objected to because of the following informalities: on Page 1 , 
Line 14 "This process if should be changed to --This process is-; on Page 2, Line 29 
"Preferably the or" should be changed to -Preferably the track or-; on Page 4, Line 22 
"their" should be changed to -there-; on Page 5, Line 32 "over" should be changed to - 
overall-; on Page 7, Line 28 "on the on the" should be changed to -on the-; and on 
Page 7, Line 30 "allows" should be deleted. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 4, 6, 7, 11, and 18 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 
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The term "rubber-like" in claim 4 is a relative term which renders the claim 
indefinite. The term "rubber-like" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. 

Claim 6 recites "the track or each is". It is unclear as to what is being claimed. 
For the purposes of this examination, the examiner is interpreting the claim to be 
claiming "the at least one track". 

Claim 7 recites "the or each track". It is unclear as to what is being claimed. For 
the purposes of this examination, the examiner is interpreting the claim to be claiming 
"the at least one track". 

Claim 1 1 recites "at least one aperture"; however, an aperture is already claimed 
in claim 1 . It is unclear as to whether the applicant is trying to claim a second aperture. 

Claim 11 recites the limitation "the material strip" in 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 18 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
in that it fails to point out what is included or excluded by the claim language. This claim 
is an omnibus type claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1, 2, 6, 10, 14-16, and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nolte (US Patent No. 1 ,356,393). 

Regarding claim 1 , the Nolte reference discloses a seal (14) having at least one 
aperture (17) through which lubricant can pass (Lines 44-48) and at least one track (19) 
detachably secured to, and extending along, at least part of the length of at least one 
surface of the seal (Figs. 1-3). 

Regarding claim 2, the Nolte reference discloses the seal taking the form of at 
least one hollow annular ring (Lines 31-34). 

Regarding claim 6, the Nolte reference discloses the track or each being 
interchangeable with a further track of the same design (Fig. 1 ). Note that the tracks of 
the three seals can be interchanged. 

Regarding claim 10, the Nolte reference discloses the seal has at least one 
aperture (17) enabling the lubricant to flow to the track surface (Lines 44-48). 

Regarding claim 14, the Nolte reference discloses a seal (14) comprising a 
chamber (e.g. chamber of 14) for containing lubricant (18), the chamber having a path 
(e.g. path towards 17) to allow flow of lubricant to an outer surface of the seal so to cool 
that surface, and the seal having at least one track (19) detachably secured to, and 
extending along, the length of at least one surface the seal (Figs. 1-3). 

Regarding claim 15, the Nolte reference discloses the chamber comprising at 
least one longitudinal groove (17) formed in the outer surface of the seat. 
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Regarding claim 16, the Nolte reference discloses a seal (14) adapted to contain 
a lubricant (18) whose external surface is in part defined by a lengthwise extending 
track (19) releasably secured to the remaining part or parts of the seal external surface 
(Figs. 1-3). 

Regarding claim 18, the Nolte reference discloses a seal substantially as 
hereinbefore described as referred to in the accompanying drawings (Figs. 1-3). 

7. Claim 18 is rejected under 35 U.S.C. 102(b) as being anticipated by Ishitani et al. 
(US Patent NO. 4,632,403). 

Regarding claim 18, the Ishitani et al. (hereinafter "Ishitani") reference discloses 
a seal substantially as hereinbefore described as referred to in the accompanying 
drawings (Fig. 4). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-6 and 10-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ishitani in view of Nolte. 

Regarding claim 1, the Ishitani reference discloses a seal (45) having at least 
one aperture (45d) through which lubricant can pass (Col. 4, Lines 28-39) and at least 
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one track (45e) secured to, and extending along, at least part of the length of at least 
one surface of the seal (Fig. 4). 

However, the Ishitani reference fails to explicitly disclose the at least one track 
being detachable. 

The Nolte reference, a seal, discloses making an attachment member detachable 
to the seal (Lines 50-55). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to make the at least one track detachable in the Ishitani reference in view of 
the teachings of the Nolte reference in order to allow more functionality to the seal and 
since it has been held that constructing a formerly integral structure in various elements 
involves only routine skill in the art. 

Regarding claim 2, the Ishitani reference, as modified in claim 1, discloses the 
seal taking the form of at least one hollow annular ring (Fig. 4). 

Regarding claim 3, the Ishitani reference, as modified in claim 1, discloses the 
seal being made from an elastomeric material (Col. 4, Lines 6-16). 

Regarding claim 4, the Ishitani reference, as modified in claim 3, discloses the 
seal being made from a formulated elastomeric compound having resilience such as 
rubber-like (Col. 4, Lines 6-16). 

Regarding claim 5, the Ishitani reference, as modified in claim 4, discloses the 
seal being formed as an elongated elastomeric extrusion (Col. 4, Lines 6-16). MPEP 
21 13 Product-by-Process Claims states that "If the product in the product-by-process 
claim is that same as or obvious from a product of the prior art, the claim is 
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unpatentable even though the prior art product was made by a different process." Claim 
5 is anticipated by the modified Ishitani reference. The process by which the seal is 
formed is not a patentable distinction. 

Regarding claim 6, the Ishitani reference, as modified in claim 1, discloses the 
track or each being interchangeable with a further track of the same design (Nolte, Fig. 
1 ). Note that the tracks of the three seals can be interchanged. 

Regarding claim 10, the Ishitani reference, as modified in claim 1, discloses the 
seal having at least one aperture (45d) enabling the lubricant to flow to the track 
surface. 

Regarding claim 1 1 , the Ishitani reference, as modified in claim 10, discloses the 
track has at least one aperture (e.g. apertures of 45e connected to 45d) enabling the 
lubricant to flow to and into the material strip. 

Regarding claim 12, the Ishitani reference, as modified in claim 10, discloses the 
seal having a further aperture (e.g. aperture of 45 connected to 46) allowing lubricant to 
pass to neighboring seals, via a connection means (46). 

Regarding claim 13, the Nolte reference discloses the connection means taking 
the form of a hollow tube (Col. 4, Lines 1 6-21 ). 

Regarding claim 14, the Ishitani reference discloses a seal (45) comprising a 
chamber (45c) for containing lubricant (Col. 4, Lines 28-39), the chamber having a path 
(e.g. 46) to allow flow of lubricant to an outer surface of the seal so to cool that surface, 
and the seal having at least one track (45e) secured to, and extending along, the length 
of at least one surface the seal (Fig. 4). 
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However, the Ishitani reference fails to explicitly disclose the at least one track 
being detachable. 

The Nolte reference, a seal, discloses making an attachment member detachable 
to the seal (Lines 50-55). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to make the at least one track detachable in the Ishitani reference in view of 
the teachings of the Nolte reference in order to allow more functionality to the seal and 
since it has been held that constructing a formerly integral structure in various elements 
involves only routine skill in the art. 

Regarding claim 15, the Ishitani reference, as modified in claim 15, discloses the 
chamber comprising at least one longitudinal groove (e.g. 46 or 45d) formed in the outer 
surface of the seal. 

Regarding claim 16, the Ishitani reference discloses a seal (45) adapted to 
contain a lubricant (Col. 4, Lines 28-39) whose external surface is in part defined by a 
lengthwise extending track (45e) secured to the remaining part or parts of the seal 
external surface (Fig. 4). 

However, the Ishitani reference fails to explicitly disclose the at least one track 
being releasable. 

The Nolte reference, a seal, discloses making an attachment member releasable 
to the seal (Lines 50-55). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to make the at least one track releasable in the Ishitani reference in view of 
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the teachings of the Nolte reference in order to allow more functionality to the seal and 
since it has been held that constructing a formerly integral structure in various elements 
involves only routine skill in the art. 

9. Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ishitani in view of Nolte as applied to claims 1 -6 and 1 0-1 6 above, and further in view of 
Bainard et al. (US Patent No. 4,171 ,561 ). 

Regarding claims 7-9, the modified Ishitani reference discloses the invention 
substantially as claimed in claim 1 , including the track being made of rubber (Ishitani, 
Col. 5, Lines 9-12). 

However, the modified Ishitani reference fails to explicitly disclose the track 
having a material strip formed of a fibrous and porous material. 

The Bainard et al. (hereinafter "Bainard") reference, a seal for a rotary member, 
discloses coating a rubber member with a fibrous and porous material (Abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the track with a material strip in modified Ishitani reference in view 
of the teachings of the Bainard reference in order to prolong the life of the seal by 
enhancing the wear properties. 
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Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GILBERT Y. LEE whose telephone number is (571)272- 
5894. The examiner can normally be reached on 8:00 - 4:30, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer H. Gay can be reached on 571-272-7029. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jennifer H Gay/ 

Supervisory Patent Examiner, Art 
Unit 3676 

/G. Y. LV 

Examiner, Art Unit 3676 



